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for Altavest Wrldw de Trading, Inc.
Kel ly F. Boulton, Tradermark Exam ning Attorney, Law Ofice
102 (Thomas Shaw, Managi ng Attorney).
Before Wal ters, Chapman and Hol t znan, Adm nistrative
Trademar k Judges.
Qpi ni on by Chapman, Adm nistrative Tradenmark Judge:

Al tavest Worldwi de Trading, Inc. has filed an
application to register on the Principal Register the mark
PAPERTRADER for the foll ow ng goods, as amended: “conputer
software used for computational data base mani pul ation, for
simul ating transactions and not for actual performance of

trading and not related to conmercial paper” in

| nternational C ass 9. ]

! Application Serial No. 75/342,976, filed August 18, 1997, based
on applicant’s assertion of a bona fide intention to use the mark
in comerce



Ser. No. 75/342976

Citing Section 2(e)(1) of the Trademark Act, 15 U S. C
81052(e) (1), the Exam ning Attorney has finally refused
registration on the ground that applicant’s nmark, when used
on its goods, is nerely descriptive thereof.

Appl i cant has appeal ed, and both applicant and the
Exam ning Attorney have filed briefs. Applicant did not
request an oral hearing.

As evidence in support of the refusal to register, the
Exam ning Attorney relies upon the dictionary definitions

from The Anerican Heritage Dictionary (1992) of the words

“paper” defined as “comercial docunents that represent

val ue and can be transferred from owner to owner;

negoti abl e instrunments considered as a group...”; and
“trader” defined as “one that trades; a dealer: a gold
trader; a trader in bonds.” The Exam ning Attorney al so
relies upon several excerpted stories fromthe Nexis

dat abase, sone of which show “paper trader(s)” referring to
t hose who actually trade in futures, conmmercial paper, and
the like; and other Nexis stories which show the term
referring to simulated or nock trading, such as that in
applicant’s identification of goods. Exanples of both

ref erences follow (enphasi s added):
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(1) Headline: Trust your gut when you
finally invest in an I PO

... Ms. Rosanoff advises new investors
to practice with paper traders to build
up their confidence while validating
their intuitive ‘buy’ feelings. Then
t hey can recogni ze the urgency of
timng, and act on that recognition by
calling their broker (sic — to) place
the order...., “The Business Journal,”
January 14, 2000,

(2) Headline: Shell Blast Rocks
Oefin's Markets Plans to Enter Paper
Mar ket

...largest natural gas traders, and
we're getting into the retail power
market, so this is a |ogical extension.
Even the other paper traders are

pl eased that we are going to be getting
in, because what you really need to
have in a paper market is volune...,
“Chem cal Wek,” July 2-9, 1997,

(3) Headline: Credit Markets: Short-
term Borrowi ng Up Sharply

...recent sharp rise has not led to a
widening in interest rate differentials
bet ween comrerci al paper and ot her

short-term market instrunments. ‘Wen
you | ook at the good nanes, things |ook
pretty nmuch normal,’ one conmerci al

paper trader said |l ate | ast week, “The
New York Tinmes,” March 19, 1990; and

(4) Headline: Fuld s Gold

...0One of the few bright spots at
Lehman in those dark days was the

fi xed-incone division, run by Fuld, who
had joined the firmin 1969 as a
commerci al paper trader....,
“Institutional Investor,” July 1998.

Addi ti onal exanpl es of descriptive uses of the terns

“paper trader,” “paper trading,” and “paper trades” were
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submtted by the Exam ning Attorney in the form of pages
downl oaded fromthree websites, including applicant’s
website, as well as two third-party websites. The
followi ng are quotes from applicant’s website (enphasis
sonetinmes in original and sonetines added):

(1) Paper Trading, Introduction to
Paper Tradi ng, ALTAVEST Paper Trading
Log..., Charts & Quotes

...If any of these questions apply to
you, the solution is sinple and
avai l abl e to you through ALTAVEST! It’s
cal |l ed Paper Trading, a nmethod which
all ows you the luxury of |earning about
the markets without having to invest a
penny! ... Paper trading is the sinple
process of ‘executing nock trades and
tracking those trades as if you were in
the market with real noney.... O

course, as the phrase goes, there is no
substitute for the real thing. It is

i nportant to remenber that paper
trading is a process for |earning, and
it does not totally reflect real-world
trading conditions....W reconmend t hat
you start your paper trading account

wi th the sane anount of nobney that you
intend to coonmt (sic — to) the

mar kets. Use the ALTAVEST Paper
Tradi ng Log (Get the Adobe Acrobat
Reader) to keep track of your paper
trades. ...

al tavest.com page 1 of 1, 8-26-99;

(2) ALTAVEST: Your full-service futures
& options brokerage, Introducing the
much anti ci pat ed Paper Trader 0 Onli ne,
Track your real and nock commodity
futures and options trades using the
Paper Trader Online system

al tavest.com pages 1 and 2 of 2, 5-12-
00; and
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(3) Paper Trading the Cormodity

Mar kets, Paper trading is the sinple
process of “executing” nock futures
trades and tracking those trades as if
you were in the markets with real
noney.

al tavest. coni papertradi ng, page 1 of 2,
5-12-00.

The followi ng are quotes fromthe third-party websites
(enphasi s added), the first an anal ogous systemto that of
applicant’s but for tracking stocks, and the latter a
conpany apparently involved in actual paper trading:

(1) Five Ways to Buy Stock: 1. Paper
Trading: This involves follow ng a
stock in the paper w thout actually
ever buying the stock. It’'s a good way
to get sonme experience picking a
conpany and tracking a stock before

ri sking your hard-earned cash

When you begin to nmake paper trades,
you won’t actually use any real noney
to invest in the market. Instead you
use fake noney, hence the term paper
trading. As a paper trader, you won't
go to a broker or open an account,

i nstead you may wat ch stock reports on
TV or read newspaper articles on
investing and learn to follow certain
sectors |ike technol ogy or

phar maceuti cal s.

I nvestit at

zacks.com mag/investit_stock (page 1 of
4, 7-24-00); and

(2) Paper Trading Getting Started
...As a brokerage, we have received
many calls in the past regardi ng paper
trading.... That’'s the reason we cane
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up with this ‘Paper Trader’s Survival
(Klsrteét . i:’éci fic Tradi ng Conpany
gptc.com (page 1 of 2, 7-24-00); and

The test for determ ning whether a mark is nerely
descriptive under Section 2(e)(1l) of the Trademark Act is
whet her the term i mredi ately conveys information concerning
a quality, characteristic, function, ingredient, attribute
or feature of the product or service in connection with
which it is used. See In re Abcor Devel opnent Corp., 588
F.2d 811, 200 USPQ 215 (CCPA 1978); In re Venture
Associ ates, 226 USPQ 285 (TTAB 1985); and In re Bright-
Crest, Ltd., 204 USPQ 591 (TTAB 1979).

Further, it is well-established that the determ nation
of nmere descriptiveness nust be made not in the abstract or
on the basis of guesswork, but in relation to the goods or
services for which registration is sought, the context in
which the termor phrase is being or will be used on or in
connection with those goods or services, and the inpact
that it is likely to make on the average purchaser of such
goods or services. See In re Consolidated Ci gar Co., 35
USPQ2d 1290 (TTAB 1995); and In re Pennzoil Products Co.,
20 USP2d 1753 (TTAB 1991). The question is not whet her

soneone presented with only the mark coul d guess what the

goods or services are. Rather, the question is whether
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soneone who knows what the goods or services are w |
understand the mark to convey information about them See
In re Hone Buil ders Association of Geenville, 18 USPQ@Qd
1313 (TTAB 1990); and In re Anerican Geetings Corp., 226
USPQ 365 (TTAB 1985).

W agree with the Exam ning Attorney that the applied-
for mark PAPERTRADER i mredi ately and directly conveys
i nformati on about both (i) a significant function or
pur pose of applicant’s goods (conputer software for
conput ati onal data base mani pul ati on for sinulating
transactions, and not for actual perfornmance of trading and
not related to commercial paper), which is to allow the
custoner to sinulate trading through nock or “paper
trades,” and (ii) the intended users of the goods, i.e.,
peopl e who seek to |l earn about futures and options trading
by engaging in nock “paper trading.” A significant
function of applicant’s goods, as identified, is to carry
out sinmulated transactions or “paper trades” for the
i ntended users of the software, the “paper traders,” who
seek to |l earn the business before investing real noney.
That is, applicant’s mark PAPERTRADER i mredi ately conveys
to potential customers what applicant’s conputer software
is designed to do, and the mark al so describes software for

those who in fact engage in “paper trading.”
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Specifically, the dictionary definition of “trader”
establishes that the termrefers to one who trades, which
is precisely what applicant’s conputer software all ows
people to do. Further, the Nexis and website evi dence
establishes that the terns “paper trading,” “paper trades,”
and “paper trader” are associated with a nethod of
executing nock trade transactions w thout investing; and
applicant’s own website shows that applicant’s conputer
software is or will be a sinulated trading program whereby
participants trade commodity futures and options through
fictitious transactions wi thout yet investing noney. Even
t hough applicant’s conputer software does not involve
actual trades of commerci al papera t he purchasing public
woul d clearly understand that applicant’s software, for the
goods as identified, is intended to allow simnmulated or
“paper trades.” See In re Gyulay, 820 F.2d 1216, 3 USPQd
1009 (Fed. Cir. 1987); In re Oraha National Corporation

819 F.2d 1117, 2 USPRd 1859 (Fed. Cir. 1987); Inre

Intelligent Instrunmentation Inc., 40 USPQ2d 1792 (TTAB

> The fact the there are references in the Nexis evidence show ng
that “paper trader” nay also refer to a person carrying out

actual trades of commercial paper does not negate the distinct
nmeani ng of the term “paper trader” (or “papertrader”) in the
context of applicant’s goods, relating to sinulated or nock paper
trades. Merely nmerging the two words “paper” and “trader” into a
singl e word “papertrader” does not change the conmerci al

i npressi on created thereby.
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1996); and Inre Tinme Solutions, Inc., 33 USPQ2d 1156 (TTAB
1994) .

I n addi tion, when the mark PAPERTRADER is viewed in
t he context of applicant’s goods, the purchasing public
woul d i mredi ately, w thout inmagination or conjecture,
understand not only the function or purpose of the goods,
but al so, that the person who caries out such simulated or
paper trades is a “paper trader” ("“papertrader”). See
Hunter Publishing Co. v. Caulfield Publishing Ltd., 1
USPQ2d 1996 (TTAB 1986). See also, In re Canel
Manuf act uri ng Conpany, Inc., 222 USPQ 1031 (TTAB 1984), and
cases cited (and distinguished) therein.

Suffice it to say that, based on the record before us,
applicant’s argunents to the contrary do not persuade us of
a different result herein.

Finally, even if applicant is the first (and/or only)
entity to use the term PAPERTRADER in relation to conputer
software for conputational data base mani pul ati on for
sinmulating transactions (but not for actual trading and not
related to commercial paper), such is not dispositive
where, as here, the term unquestionably projects a nerely
descriptive connotation. See In re Tekdyne Inc., 33 USPQd
1949, 1953 (TTAB 1994), and cases cited therein. W

bel i eve conpetitors would have a conpetitive need to use
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this term See 2 J. Thomas McCarthy, MCarthy on

Trademar ks and Unfair Conpetition, 811:18 (4th ed. 2000).

Decision: The refusal to register under Section

2(e) (1) is affirned.
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